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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of : 
Frederick W. Lark et al. : 



For: METHOD AND SYSTEM FOR COMPUTER-BASED AUCTIONING OF 
BASIC GENERATION SERVICES 



I, David Joseph Salant do hereby state: 

1 . I am the founder and Chief Executive Officer of Optimal Markets, Inc. 

2. I was named as an inventor on Patent Application No. 10/680,407 ("the '407 
Patent Application") and have reviewed materials in the file wrapper, including 
the Petition Under 37 CFR § 1 .47(a) and the Proof Of Pertinent Facts In Support 
thereof (collectively, "the Petition"). 1 have also seen the purported "assignment" 
of my ownership interest in the '407 Patent Application, recorded in the United 
States Patent and Trademark Office at Reel 01495 1 Frame 0360. A copy of the 
purported assignment is attached hereto as Exhibit A. 

3. The facts set forth in the Petition are inaccurate, incomplete, and misleading. The 
assignment that is recorded in the United States Patent and Trademark Office at 
Reel 014951 Frame 0360 is invalid. 1 submit this Declaration to correct and 
clarify the record. 

4- I never assigned my ownership interest in the % 407 Patent Application. 

5. On August 31, 2000, 1 signed a three-year Employment Contract with National 
Economic Research Associates, Inc. ("NERA"). At the time I signed the 
Employment Contract, I was a principal officer of Optimal Auctions, Inc.. which 
does business as "Alkera." On August 31, 2000 I also signed a Confidentiality 
Agreement with NERA, which was appended to my Employment Contract. 
Under the Confidentiality Agreement, the ownership of software and other 
intellectual property that I developed "and will continue to develop" through 
Alkera belongs solely to me and NERA "'shall not acquire any ownership rights 
therein as a result of my employment with NERA." 

6. Prior to my employment with NERA, I conceived a novel simultaneous, 
descending clock auction methodology and [ developed related auction software 
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(collectively, my "Clock Auction Intellectual Property") used in Basic Generation 
Services Auctions that the New Jersey Electric Distribution Companies (the "New 
Jersey EDCs") annually conduct. Despite the terms of my Confidentiality 
Agreement with NERA, NERA, without my knowledge or approval, sold and 
transferred my Clock Auction Intellectual Property to the New Jersey EDCs. 

7. Through my attorney Jonathan Gentin, I have requested repeatedly from the New 
Jersey EDCs the agreements through which NERA purportedly sold and/or 
transferred rights relating to the '407 Patent Application to the New Jersey EDCs. 
Despite my repeated requests, the New Jersey EDCs have not furnished such 
agreements to me. 

8. The "407 Patent Application, which relates to simultaneous, descending clock 
auctions for basic generation services, exclusively embraces my Clock Auction 
Intellectual Property. The Patent Application lists eight people, myself included, 
as inventors. I do not believe that the other seven people are properly listed as 
inventors on the k 407 Patent Application. 

9. 1 understand that the '407 Patent Application, filed on October 8, 2003, was 
originally filed as a provisional patent application on October 8, 2002. I was not 
apprised of either application until January 30, 2004, almost 1 6 months after the 
provisional patent application (Serial No. 60/416,570) was filed and almost 5 
months after the '407 Patent Application was filed. I first became apprised of the 
'407 Patent Application by virtue of a January 30, 2004 letter that 1 received from 
NERA's in-house counsel, Dana Bolton. I see that a copy of this letter is attached 
as Exhibit 1 to the Petition. 

10. 1 communicated to NERA on numerous occasions - both personally and in 
writing through my attorney Jonathan Gentin - that 1 maintained my ownership 
interest in my Clock Auction Intellectual Property as well as the '407 Patent 
Application. These communications include the May 27, 2004 letter that my 
attorney sent to NERA's outside counsel, Robert Scheinfeld. A copy of this letter 
is attached as Exhibit 6 to the Petition. 

1 1 . In the face of my clear and unambiguous ownership declarations, the New Jersey 
EDCs with the apparent support and cooperation of NERA, filed with the Patent 
Office my August 3 1 , 2000 Confidentiality Agreement with NERA in a 
misguided and feeble attempt to somehow assign my ownership rights in the '407 
Patent Application to NERA. The feeble attempt of this purported assignment is 
exemplified by the filing date and the form of the purported assignment. The 
assignment was filed in the United States Patent and Trademark Office on August 
4, 2004 — four days prior to the ten-month anniversary of the '407 Patent 
Application's October 8, 2003 filing date and two days prior to the August 6, 
2004 deadline for a 5-month extension of time. The purported assignment that the 
New Jersey EDCs improperly filed was my August 31, 2000 Confidentiality 
Agreement with NERA, 
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1 2. Neither NERA nor the New Jersey EDCs have ever requested that 1 complete an 
assignment of my invention in the same or similar form as the sample 
"Assignment of Application" form (formerly PTO/SB/15) available at 
www.uspto.gov 

13. In the Petition, Mr. Irah Donner, outside counsel for the New Jersey EDCs, states 
that 1 provided a proposal "to review the patent application of up to $1 60,000." 
This statement is false. A copy of my proposal is attached as Exhibit 14 to the 
Petition. Nowhere in the Petition is this amount stated. 

14. In the Petition, Mr. Donner states that I "repeatedly refused to sign a declaration 
of inventorship." This is incorrect. 1 submitted and signed a declaration of 
inventorship, a copy of which is attached as Exhibit 20 to the Petition. 

1 5: I consistently communicated to Mr. Donner my willingness to sign the declaration 
of inventorship. To this end, 1 was awaiting a decision from the New Jersey 
EDCs on my proposal regarding intellectual property ownership. Mr. Donner led 
me to believe, by virtue of his July 27, 2004 e-mail to my attorney, that the New 
Jersey EDCs would respond to my proposal by July 30 ? 2004. A copy of Mr. 
Donner' s July 27, 2004 e-mail is attached as Exhibit 1 5 to the Petition. 

3 6. Despite repeated attempts to contact Mr. Donner the week of August 2, 2004 
regarding the New Jersey EDCs response to my proposal and my signed 
declaration, Mr. Donner did not return my attorney's voicemail messages or reply 
to his letters. See August 6, 2004 letter from Jonathan Gentin to Irah Donner 
attached hereto as Exhibit B. 

17. Mr. Donner consistently has been unresponsive to letters and voicemails 
regarding this matter. 

1 8. Mr. Donner's unresponsiveness first came to light in June, 2004 when he did not 
respond to voicemails from my attorney. See June 24, 2004 letter from Jonathan 
Gentin to Irah Donner attached hereto as Exhibit C. 

19. Mr. Donner's unresponsiveness is inconsistent with the written assurance in his 
May 20, 2004 letter to me (a copy of which is attached as Exhibit 5 to the 
Petition) that he would keep me informed regarding the progress of the '407 
Patent Application and work with me to ensure its accuracy. Mr, Donner has not 
kept me or my attorney informed regarding the progress of the '407 Patent 
Application, nor has he worked with me to ensure its accuracy. 

20. In his May 20, 2004 letter to me, Mr. Donner agreed that I could "approve within 
reason any proposed changes that may be made to the application or its claims 
during the application process . ..." On August 5, 2004, my attorney faxed a letter 
to Mr. Donner requesting, among other things, confirmation that Mr. Donner, on 
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behalf of his clients the New Jersey EDCs, would permit me to approve within 
reason any proposed changes to the *407 Patent Application. Mr. Conner never 
responded to the letter, a copy of which is attached hereto as Exhibit D. 

21 . On August 12, 2004, my attorney faxed a letter to Mr. Dormer requesting 
confirmation that Mr. Donner timely filed my declaration of inventorship. Mr. 
Donner never responded to the letter, a copy of which is attached hereto as 
Exhibit E. 

22. On August 25, 2004, my attorney faxed a letter to Mr. Donner requesting papers 
filed with the United Stales Patent and Trademark Office in connection with the 
'407 Patent Application, including assignments, declarations, and petitions. Mr. 
Dormer never responded to the letter, a copy of which is attached hereto as 
Exhibit F 

23. More than two months have passed since I presented my July 26, 2004 proposal 
to the New Jersey BDCs. The New Jersey EDCs have not responded to my 



24. My attorney last spoke with Mr. Donner on August 2, 2004, the day that 

representatives from the New Jersey EDCs convened to consider my proposal. 
More than two months have now passed and Mr. Donner has yet to respond to my 
attorney's voicemails or letters. 

I declare under penalty of perjury under the laws of the United States that the foregoing is 
true and correct. n 



proposal. 




David Joseph Salant 
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EXHIBITS TO THE DECLARATION OF 
DAVID JOSEPH SALANT 
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